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DETAILED ACTION 
Priority 

1 . The applicant liereby grants priority for tliis application to application number 
08/787,979 filed on January 22, 1997. This application has a continuation-in-part status 
and as such receives the January 22, 1 997 priority date for only those disclosures that 
were already presented in the 08/787,979 application. . 

Specification 

2. The substitute specifications filed January 22, 2004 and March 5, 2007 are 
hereby entered. 

Response to Amendment 

3. The amendment filed on June 22, 201 1 cancelled no claims. No claims were 
amended and no new claims were added. Thus the currently pending claims in the 
application are claims 49, 50, 62-96, 112-148, 164-200, 216-227, 231-269, 271, and 
272 of which claims 271 and 272 have been withdrawn based upon restriction by 
original presentation. Thus the currently pending claims addressed below are claims 
49, 50, 62-96, 1 1 2-1 48, 1 64-200 and 21 6-227, 231 -269. 



Ciaim Rejections - 35 USC §102 
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4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

5. Claims 49,50, 62-66, 114-118,1 66-1 70, 21 8, 21 9, 226, 227, 231 , 232-237 are 
rejected under 35 U.S.C. 102(b) as being anticipated by Goldhaber et al. (U.S. 
Patent Number: 5,794,210). 

Claim 49: Goldhaber discloses a computerized method for determining an 
advertisement in response to an advertising opportunity, wherein the advertising 
opportunity is an opportunity to place the advertisement on a web page subsequent 
to a request for the web page by a viewer utilizing a browser, the computerized 
method comprising: 

a. Receiving in a computer system an indication of the advertising opportunity. (Col 
7, lines 27-47) 

b. In response to receiving the indication: selecting in the computer system the 
advertisement from among a plurality of advertisements associated with bids 
submitted in real-time by the computer system on behalf of advertisers desiring 
to fulfill the advertising opportunity wherein the computer system is embodied 
with computer instructions for implementing the computerized method. (Col 4, 
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lines 47-63; Col 7, lines 27-47; Col 14, lines 12-46 and Col 14, line 59 through 
Col 15, Iine12) 

Claim 50: Goldhaber discloses the method of claim 49, wherein the indication of the 
advertising opportunity is initiated by the browser sending a reference in the web 
page. (Col 14, line 59 through Col 15, line 6) 

Claim 218: Goldhaber discloses the method of claim 49, wherein each bidding 
advertiser is associated with a bid, the bid being associated with indicating a 
monetary amount the each bidding advertiser is willing to pay if an advertisement 
associated with each bidding advertiser is selected and a specific event occurs. (Col 
4, lines 47-63; and Col 14, lines 12-46; and Col 17, lines 33-63) 

Claims 62: Goldhaber discloses a method implemented in a computer system, 
comprising one or more networked computers, for determining in response to each 
advertising opportunity of a plurality of advertising opportunities, which 
advertisement of a plurality of advertisements to provide for fulfilling the each 
advertising opportunity, the each advertising opportunity being an opportunity to 
serve an advertisement to a browser in response to a request for content by the 
browser, the method comprising: 

a. Maintaining in the computer system a plurality of sets of bidding parameters, 
each set of bidding parameters being associated with one or more of the plurality 
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of advertisements and an advertiser, and indicating wlietlier tine associated 
advertiser is desirous tliat a bid sliould be submitted for providing one of tine 
associated one or more of tine plurality of advertisements for fulfilling the each 
advertising opportunity and an amount associated with such bid if to be 
submitted. (Col 4, lines 47-63; Col 7, lines 27-47; and Col 14, lines 12-46) 

b. Receiving in the computer system an indication of the request for content, 
thereby presenting the each advertising opportunity. (Col 4, lines 47-63; Col 7, 
lines 27-47; and Col 14, lines 12-46) 

c. In response to the request for content: submitting in the computer system one or 
more bids, each submitted bid being based on one of the sets of bidding 
parameters, the one of the sets of bidding parameters being met by 
characteristics of the advertising opportunity, wherein the each submitted bid, in 
accordance with the one of the sets of bidding parameters, is associated with a 
monetary amount that an advertiser associated with the each submitted bid is 
willing to pay if the each submitted bid is selected and a specific event occurs. 
(Col 4, lines 47-63; Col 7, lines 27-47; Col 14, lines 12-46; Col 14, line 59 through 
Col 15, line 6; and Col 17, lines 33-63) 

d. Selecting in the computer system a bid from among the submitted bids. (Col 4, 
lines 47-63) 

e. Identifying in the computer system an advertisement associated with the selected 
bid. (Col 4, lines 47-63; Col 7, lines 27-47; Col 1 4, lines 1 2-46; Col 1 4, line 59 
through Col 15, line 6; and Col 17, lines 33-63) 
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f. Serving witli tine computer system tine identified advertisement in real time 
response to tine request for tine content, wlierein tine computer system is 
embodied witli computer instructions for implementing the method. (Col 4, lines 
47-63; Col 7, lines 27-47; Col 14, lines 12-46; Col 14, line 59 through Col 15, line 
6; and Col 17, lines 33-63) 

Claim 114. Goldhaber discloses a computer system for determining in response to 
each advertising opportunity of a plurality of advertising opportunities, which 
advertisement of a plurality of advertisements to provide for fulfilling the each 
advertising opportunity, wherein the each advertising opportunity is an opportunity to 
serve an advertisement to a browser in response to a request for content by the 
browser, the system comprising: 

a. A computer system comprising one or more networked computers, the one or 
more networked computers embodied with computer instruction that: 

i. Maintains the plurality of advertisements and a plurality of sets of bidding 
parameters, each set of bidding parameters being associated with one or 
more of the plurality of advertisements and an advertiser, and indicating 
whether the associated advertiser is desirous that a bid should be submitted 
for providing one of the associated one or more of the plurality of 
advertisements for fulfilling the each advertising opportunity and an amount 
associated with such bid if to be submitted. (Col 4, lines 47-63; Col 7, lines 
27-47; and Col 14, lines 12-46) 
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ii. Receives an indication of tine request for content, tliereby presenting tine eacli 
advertising opportunity. (Col 4, lines 47-63; Col 7, lines 27-47; and Col 14, 
lines 12-46) 

ill. Submits in response to the request for content, one or more bids, wherein 
each submitted bid is based on one of the sets of bidding parameters, 
wherein the one of the sets of bidding parameters is met by characteristics of 
the advertising opportunity, wherein the each submitted bid, in accordance 
with the one of the sets of bidding parameters, is associated with a monetary 
amount that an advertiser associated with the each submitted bid is willing to 
pay if the each submitted bid is selected and a specific event occurs. (Col 4, 
lines 47-63; Col 7, lines 27-47; Col 14, lines 12-46; Col 14, line 59 through 
Col 15, line 6; and Col 17, lines 33-63) 

iv. Selects a bid from among the submitted bids. (Col 4, lines 47-63) 

V. Identifies an advertisement associated with the selected bid, whereby the 
system determines the identified advertisement by a bidding process. (Col 4, 
lines 47-63; Col 7, lines 27-47; Col 14, lines 12-46; Col 14, line 59 through 
Col 15, line 6; and Col 17, lines 33-63) 

vi. Serves the identified advertisement in real time response to the request for 
content. (Col 4, lines 47-63; Col 7, lines 27-47; Col 14, lines 12-46; Col 14, 
line 59 through Col 15, line 6; and Col 17, lines 33-63) 
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Claims 226 and 227: Goldliaber discloses the method of claims 62 and 114 
respectively, wherein information about a viewer utilizing the browser is stored in the 
computer system. (Col 12, lines 14-37; Col 13, line 49 through Col 14, line 46; Col 
1 5, lines 1 7-47; and Col 1 5, line 57 through Col 1 6, line 40) 

Claims 166 and 233. Goldhaber discloses a method and system implemented in a 
computer system comprising one or more networked computers, for determining in 
response to each advertising opportunity of a plurality of advertising opportunities, 
which advertisement of a plurality of advertisements to provide for fulfilling the 
advertising opportunity, the each advertising opportunity being an opportunity to 
serve an advertisement to a browser, the method comprising: 

a. Receiving in the computer system an indication of the each advertising 
opportunity. (Col 4, lines 47-63; Col 7, lines 27-47; and Col 14, lines 12-46) 

b. In real time response to the indication: determining in the computer system one 
or more bids, each determined bid being associated with a monetary amount an 
advertiser associated with the each determined bid is willing to pay for the each 
determined bid is willing to pay for the each determined bid to be selected and a 
specific event to occur. (Col 4, lines 47-63; Col 7, lines 27-47; Col 1 4, lines 1 2- 
46; Col 14, line 59 through Col 15, line 6; and Col 17, lines 33-63) 

c. Selecting in the computer system a bid from among the determined bids. (Col 4, 
lines 47-63) 
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d. Identifying in tine computer system one of tine plurality of advertisements 
associated with the selected bid. (Col 4, lines 47-63; Col 7, lines 27-47; Col 14, 
lines 12-46; Col 14, line 59 through Col 15, line 6; and Col 17, lines 33-63) 

e. Serving the identified advertisement to the browser, whereby the identified 
advertisement is determined by a bidding process, wherein the computer system 
is embodied with computer instructions for implementing the method. (Col 4, 
lines 47-63; Col 7, lines 27-47; Col 14, lines 12-46; Col 14, line 59 through Col 
15, line 6; and Col 17, lines 33-63) 

Claims 63, 115,167, 234: Goldhaber discloses the method of claims 62, 114, 166, 
233 respectively, wherein the monetary amount associated with each of the 
submitted bids is included in the each of the submitted bids. (Col 4, lines 47-63; Col 
7, lines 27-47; Col 14, lines 12-46; Col 14, line 59 through Col 15, line 6; and Col 17, 
lines 33-63) 

Claims 64, 116, 168, 235: Goldhaber discloses the method of claims 62, 114,166, 
233 respectively, wherein the specific event for which the advertiser associated with 
each of the determined bids is willing to pay the monetary amount associated with 
the each of the submitted bids, is a same respective event for all of the submitted 
and determined bids. (Col 4, lines 47-63; Col 7, lines 27-47; and Col 14, lines 12-46) 
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Claim 65, 1 1 7, 1 69, 21 9, 236: Goldhaber discloses the method of claims 62, 1 1 4, 
1 66, 218, 233, wherein the specific event for which the advertiser associated with at 
least one of the submitted bids is willing to pay the monetary amount associated with 
the at least one of the submitted bids, is a serving of an advertisement associated 
with the at least one of the submitted bids to the browser in fulfillment of the each 
advertising opportunity. (Col 4, lines 47-63; Col 7, lines 27-47; Col 14, lines 12-46; 
Col 14, line 59 through Col 15, line 6; and Col 17, lines 33-63) 

Claims 66, 118,170, 237: Goldhaber discloses the method of claims 65, 117, 169, 
236 respectively, wherein the specific event for which the advertiser associated with 
at least one determined bid is willing to pay the monetary amount associated with 
the at least one submitted and determined bid is a serving of an advertisement 
associated with the at least one submitted and determined bid to the browser in 
fulfillment of the each advertising opportunity. (Col 4, lines 47-63; Col 7, lines 27-47; 
Col 14, lines 12-46; Col 14, line 59 through Col 15, line 6; and Col 17, lines 33-63) 

Claims 231 and 232: Goldhaber discloses the method and system of claims 62 and 
114 respectively, wherein at least one of the plurality of sets of bidding parameters 
includes a plurality of levels, wherein a first level includes a first criteria of advertising 
opportunity and a second level includes the first criteria of advertising opportunities 
and a second criteria of advertising opportunities. (Col 4, lines 47-63; Col 7, lines 27- 
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47; Col 14, lines 12-46; Col 14, line 59 through Col 15, line 6; and Col 17, lines 33- 
63) 



Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 



7. Claims 67-96, 112,113,119-1 48, 1 64, 1 65, 1 71 -200, 21 6, 21 7 and 220-225 

are rejected under 35 U.S.C. 103(a) as being unpatentable over Goldhaber et al. 
(U.S. Patent Number: 5,794,210). 

Claims 67, 70, 73, 76, 79, 1 1 9, 1 22, 1 25, 1 28, 1 31 , 1 71 , 1 74, 1 77, 1 80, and 1 83: 
Goldhaber discloses the method of claims 62, 63, 64, 65, 66, 1 1 4, 1 1 5, 1 1 6, 1 1 7, 
1 1 8, 1 66, 1 67, 1 68, 1 69, 1 70 respectively. Goldhaber further discloses the user 
logging onto a homepage and seeing ads that she may elect to view. (Col 7, lines 
27-47). Goldhaber is silent with regard to the protocol used in transmitting the 
request from the browser, however it would have been obvious to one of ordinary 
skill in the art at the time the invention was made to use the standard HTTP protocol 
for communicating between the website and the browser as well as provide 
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indications using said protocol. Tine rational for using the standardized HTTP 
protocol in order to avoid the cost and expense of developing and distributing a 
customized transaction protocol to all potential customers is that the HTTP protocol 
is one of a limited number or predictable protocols used to transmit requests from 
browsers. 

Claims 68, 71, 74, 77, 80, 120,123, 126, 129, 132, 172, 175, 178,181, and 184: 
Goldhaber discloses the method of claims 67, 70, 73, 76, 79, 1 1 9, 1 22, 1 25, 1 28, 

131, 171, 174, 177, 180, and 183 respectively, wherein the advertisement served to 
the browser in response to the request for content is included in a webpage 
accessed by the browser. (Col 4, lines 47-63; Col 7, lines 27-47; Col 14, lines 12-46; 
Col 14, line 59 through Col 15, line 6; and Col 17, lines 33-63) 

Claims 69, 72, 75, 78, 81 , 1 21 , 1 24, 1 27, 1 30, 1 33, 1 73, 1 76, 1 79, 1 82, and 1 85: 
Goldhaber discloses the method of claims 68, 71 , 74, 77, 80, 1 20, 1 23, 1 26, 1 29, 

1 32, 1 72, 1 75, 1 78, 181 , and 1 84 respectively, wherein the request for content by 
the browser is caused by a reference in the web page. (Col 4, lines 47-63; Col 7, 
lines 27-47; Col 14, lines 12-46; Col 14, line 59 through Col 15, line 6; and Col 17, 
lines 33-63) 

Claims 82-96, 134-148,186-200, 220, and 222: Goldhaber discloses the method of 
claims 67-81 ,119-1 33,1 71 -1 85, 21 8, and 21 9 respectively, wherein the selection of 
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the selected bid is based on tine selected bid being associated with an auction 
process. (Col 4, lines 47-63; Col 7, lines 27-47; Col 14, lines 12-46; Col 14, line 59 
through Col 1 5, line 6; and Col 1 7, lines 33-63) While Goldhaber does not explicitly 
state the wining bid is associated with highest monetary amount, it would have been 
obvious to one of ordinary skill in the art at the time of the invention to select the 
highest bid for the given targeting parameters as the winning bid in the auction 
process. The rational for selecting the highest bid, is that there are a limited number 
of predictable processes used to select the winner of an auction process and one 
such predictable process is the selection of the highest bidder as the winner. 

Claims 221 and 223: Goldhaber discloses the method of claims 218 and 219 
respectively, wherein the selection of the selected bid is based on the selected bid 
being determined in a computer system through an auction process and including 
advertisement relevance or targeting criteria (Col 4, lines 47-63; Col 7, lines 27-47; 
Col 14, lines 12-46; Col 14, line 59 through Col 15, line 6; and Col 17, lines 33-63). 
While Goldhaber does not explicitly state the wining bid is associated with highest 
beneficial value over respective beneficial values of other submitted bids, it would 
have been obvious to one of ordinary skill in the art at the time of the invention to 
select the highest beneficial for the given targeting parameters as the winning bid in 
the auction process. The rational for selecting the highest beneficial value, is that 
there are a limited number of predictable processes used to select the winner of an 
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auction process and one sucli predictable process is tine selection of the bid that has 
the highest beneficial value. 

Claims 112,1 64, 21 6, and 224: Goldhaber discloses the method of claims 62, 
1 14,185 and 218 respectively, wherein each submitted bid is associated with a 
respective bidding agent. (Col 4, lines 47-63; Col 7, lines 27-47; Col 14, lines 12-46; 
Col 14, line 59 through Col 15, line 6; and Col 17, lines 33-63) 

Claim 1 1 3, 1 65, 21 7 and 225: Goldhaber discloses the method of claims 62, 
1 14,185 and 218 respectively, wherein each submitted bid includes a reference to 
an advertisement associated with the each submitted bid. (Col 4, lines 47-63; Col 7, 
lines 27-47; Col 14, lines 12-46; Col 14, line 59 through Col 15, line 6; and Col 17, 
lines 33-63) 

Response to Arguments 

8. Applicant's arguments filed June 22, 201 1 have been fully considered but 

they are not persuasive. 

a. The applicant argues that Goldhaber does not provide for a real time 

bidding and selecting mechanism, whereby the winning bid is selected by the 
system in real time. However, Goldhaber specifically discloses in Col 4, lines 47- 
63, that the system may offer bidding without the viewer's knowledge and that an 



Application/Control Number: 09/21 6,206 Page 1 5 

Art Unit: 3622 

auction protocol is used to accept bids and determine tine winning bid and as 
sucli tine advertisement to display to the viewer. The applicant appears to be 
reading limitations into the claims that are not currently present. The claims 
require that bids are submitted in real-time, but does not require that the 
selecting is occurring in real time. As such the limitations of the claims as 
currently written have been met. However, the examiner would like to point out 
that even if the bidding and selecting were both required to occur in real-time, 
the Goldhaber reference discloses such interaction. It is important to note that 
Goldhaber discloses in the abstract and Col 4, lines 47-63 that an auction 
process can be implemented without the interaction of the user itself. When this 
occurs it is disclosed in Col 4, lines 47-63 that the auction is done by "agents". 
Thus one must consider the disclosure of "agents" in the teachings of Goldhaber. 
According to Goldhaber in Col 9, lines 53-67, software agents comprise software 
processes nominally executing on behalf of Consumers, and that servers may 
act as attention brokers or trading houses and supply software agent with 
advertisements or other information to be viewed or reviewed by consumers. 
Goldhaber discloses in Col 1 4, lines 41 -56 that the function of a software agent is 
to screen or filter ads against a consumer interest profile. While Goldhaber 
discloses in Col 14, lines 59-67 that the interest agent performs the auction 
process when the user is offline and presents the ads when the user next logs in, 
Goldhaber also discloses in Col 1 5, lines 1 -12 that a user initiates a search 
request in real time through their agent, and that salesman agents working on 
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behalf of ads will actively search out opportunities and interact with your personal 
agent before serving the ad. Since the personal agent is discloses as performing 
auctioning function in Col 4, lines 47-63 it is clear that real time biding and 
selecting is occurring. Finally, Goldhaber discloses the use of agents in 
performing an automated trading house for information exchange such as 
advertisements in Col 19 lines 19 through Col 20, line 55. Goldhaber discloses 
in this section that selling agents and buying agents negotiate in real time and, 
depending on the authorizations provided to each agent, the ability to 
consummate a transaction without user interaction. Thus it is clear that 
Goldhaber discloses the claimed real-time bidding. 



Conclusion 

9. THIS ACTION IS MADE FINAL. Applicant is reminded of the extension of 
time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire 
THREE MONTHS from the mailing date of this action. In the event a first reply is 
filed within TWO MONTHS of the mailing date of this final action and the advisory 
action is not mailed until after the end of the THREE-MONTH shortened statutory 
period, then the shortened statutory period will expire on the date the advisory action 
is mailed, and any extension fee pursuant to 37 CFR 1 .136(a) will be calculated from 
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the mailing date of tine advisory action. In no event, however, will the statutory 
period for reply expire later than SIX MONTHS from the mailing date of this final 
action. 

1 0. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to JOHN VAN BRAMER whose telephone number is 
(571)272-8198. The examiner can normally be reached on 6am - 4pm Monday 
through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the 
examiner's supervisor, Eric Stamber can be reached on (571) 272-6724. The fax 
phone number for the organization where this application or proceeding is assigned 
is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR 
only. For more information about the PAIR system, see http://pair-direct.uspto.gov. 
Should you have questions on access to the Private PAIR system, contact the 
Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you would like 
assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571- 
272-1000. 
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